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REMARKS 

In this application, claims 1-42 are pending. In Iht? pending Office Action, Examiner 

Blanco madtJ un election requirement, which he characLerlzed as follows: 

I. Fusion implant 

Species A: Having no pin 

Species B: Having pin; shape of pin is tapered 

Species C: Having pin: angle of insertion of pin is oblique 

n, N umber of Bone Pieces 
Species A: Two pieces 
Species B: Three pieces 
Species C: Four pieces 

The above language ccnceming the examiner's calegurizaiion is taken verbatim from the Office 
Action Ibr the snke of clarity, and is nol intended as an admission of any sort by Applicanis as to 
the subject matter of any claim. 

Initially, it is rcspeclfuUy submitted that the election requiremenl i$ too unclear for 
Applicant to make a reai>oned and proper response. Based on prior experience with the Patent 
and Trademark Office, it would appear that the election requirement establishes three species (A, 
B and C) from which to choose. Species A, for example, includes ''having a pin" and "two 
rbonel pieces." However, that formulation does not addiess all of the disclosure and claims of 
this application, and using it thus results in an election requirement that does not pixipcrly assess 
ihc subject matter of this application, it may be po.ssible that the election rcc|uirement seeks a 
choice of one selectior from each category, i.e. one "fusion implant" selection and one '*bone 
piece" selection. That formulation also does not appear to be appropriate at least because the 
elements idendfied by the examiner are not mutually exclusive, and claims including the 
respective elements overiap. See MPEP 806.04(1). Thus, subject matter having a pin with a 
tapcjcd shape can be obliquely angled, and subject matter having four bone pieces, by definition, 
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must have three bone pieces and two bone pieces. Since the election requirement is not clear as 
to what is being requested, making a fuUy-in formed itssponsc impossible, and since the more 
likely interpretation of it is not sanctioned by the MPEP, it should be withdrawn. 

The election re<guirement relied on the provisions of 35 IJ.S.C. § 121, which makes 
restriction permissive, in requesting that Applicant elect a single species. The Examiner added 
his opinion that no claims arc generic. Section 121 permits limitation to a "reasonable number" 
of species. The embodiments shown and described in this application are a reasonable number 
for consideration, andtJie election requirement does not suggest othci-wise, Hurther, the 
similarities among the embodiments are such ihai they can all be efficiently considered together 
when the claims are searched and examined. The rationale stated in MPEP 803 and 808,02 in 
the context of restriction, lhal an applicalion should be examined as a whole if it can be done 
without undue burden on the c;^ajnincr, should be applied in this case as well. On at least these 
legal and practical bases, ihc election requirement should be withdrawn. 

The Examiner has further requested a listing of the pending claims that nead on the 
provisionally-elected species. That request is respectfully objected to as improperly devolving 
the responsibilities of the V\ 0 onto the Applicants. The PTO has the burden of proof to provide 
evidence and a sufficient showing that claims in an application are unpatentable, or should 
otherwise be excluded from an application. 

Bearing in mind the ambiguousncss of the election requirement, ycL wishing to give as 
complete a response as is possible. Applicant chooses to provisionally elect the *1apered pin" and 
^'two bone pieces" asp<icls noted in the election requirement, with traverse. Oiven the breadth 
of the specification and the claims, at least claims 1-8, 15-30, 35-36, 38-39, and 41- 42 read on 
that subject matter. Further, claims 1-8, 15-30, 35-36, 38-39, and 41-42 of this applicalion are 
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generic to and read on at least the alleged species having a pin atid any of the numbers of bone 



Examiner's request, and do not intend to limit in any way ihc scope of the claims or ihh 
application with the sUitements herein. Applicants rc&cfvc the right to later assert that other 
claims read on tl^iat emoodiment as well, especially if the election requirement is not withdrawn. 

Traversal is bas^d on the ambiguousness of the election requirement, its categorization of 
overlapping subject mutter (MPEP 806.04(f)), the fact that there is no showing that the alleged 
species constitute an ujuxsasonable number, the lack of sisnificaiit extra harden on the examiner 
in examining all claims, and the genericness of many of the presented claims to several of tlic 
alleged species. For at least the.se reasons, the election requirement should be withdrawn, and all 
claims should be: examined. 

No amendments have been made to the claims in this paper The claims ore intended to 
have the full .scope permitted by their language. 

In conclusion, Applicant has provisionally elected the "tapered pin" and '^two bone 
pieces'* a.spects noted in the election requirement, with traverse. Examiner Blanco is respectfully 
requested to reconsider the present election requirement and withdraw it. An Office Action 
toward a Notice of AlUwance in this case is respcciliilly solicited. 



pieces noted in the cle<:tion requirement. Applicants do not concede the propriety of the 
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